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This is an appeal under 35 U.S.C. § 134 fromthe
exam ner's final rejection of clains 1-12, all of Appellants’
pendi ng cl ainms, under 35 U S.C. § 103. W reverse.

The invention relates to a carrier nmanagenent systemfor
enabling a user to determ ne the shipping charges for shipping
parcels by a selected carrier and is nore particularly rel ates
to such a system wherein di scounted shipping charges can be
determ ned for groups of parcels to be shipped by a selected
carrier to a single consignee.

Claim1, the sole independent claim reads as follows:

1. A mani fest systemfor generating manifests for
parcel s shipped by a carrier, said carrier providing discounts
for shipnent of groups of parcels which neet predeterm ned
requi renents and are shipped to a comon consi gnee, said
system conpri si ng:

a) first means for input of weight for parcel

b) second neans for input of information, said
I nformation including shipnent data for selecting a class of
service provided by said carrier, a parcel identification
nunber, and a plurality of operator input signals;

c) afirst nmenory for storing rate data;

d) a second nenory for storing said predetermn ned

requirenents;
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e) output neans for outputting pronpts to an
operator; and,

f) data processing neans responsive to said weight,
said shipnment data and a first of said operator input signals
to append a suffix to said parcel identification nunber and to
store said weight and at |east a portion of said shipnment data
with said parcel identification nunber and suffix for a first
parcel, and for succeeding parcels to increment said suffix
and store said parcel identification nunber and said
i ncremented suffix, and said weight, and wherein

g) said data processing neans is further responsive
to a second of said operator signals to determne if a group
of parcels consisting of said first parcel and said succeeding
parcel s confornms to said predeterm ned requirenents and, if
so, determ ning discounted shipping costs for said group in
accordance with said stored rates, said stored weights, and
said stored portion of said shipping data, and if said group
does not conformto said requirenents controlling said output
nmeans to output a pronpt to advise that said group does not
qualify for said discount.

The Answer indicates that the rejection is based on the

followm ng three references:

Hol | i ngsworth 4,589, 555 May 20, 1986

Barns-Slavin et al. 5,072, 397 Dec. 10, 1991
(Bar ns- Sl avi n)

Mayer et al. (Mayer) 5,287,976 Feb. 22, 1994,

(filed Cct. 31, 1990)
Al though all three references are nentioned in the discussion
of the rejection, only Barns-Slavin is nentioned in the

statenent of the rejection, which reads: "Clains 1-12 are
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rejected under 35 U. S.C. § 103 as bei ng unpatentabl e over
Barns-Slavin ('397)" (final Ofice action at 2; Answer at 3).
As a result, we, |ike appellants, will consider only that

reference. See In re Hoch, 428 F.2d 1341, 1342, 166 USPQ 406,

407 (CCPA 1970) (where a reference is relied on to support a
rejection, even in a mnor capacity, there is no excuse for
not positively including the reference in the statenent of the
rejection).

Bar ns- Sl avin di scl oses a carrier managenent system which
permts the user to determ ne the cost of shipping parcels via
a nunmber of different carriers and cl asses, including any
applicable discounts (col. 1, lines 7-13).® 1In addition to
determining the nmailing or shipping charges for a parcel, the
system nmay be used "to print a nmanifest, |abel, tag etc.
related to the shipping of the parcel™ (col. 3, lines 5-9).

As shown in Figure 2, the systemincludes, inter alia, a
m croprocessor 20, keyboard 14, load cell (i.e., weighing

device) 23, display 15, printer(s) 24, RAM 26, renpvabl e PROM

8 Thus, appellants are correct to say that the exam ner
erred in describing Barns-Slavin a disclosing "a postage
metering system (Answer at 3).

- 4 -
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31, program nenory 21, and database 22. The user can use the
keyboard to enter and store discount information for any of
the carriers and/or classes (col. 1, lines 64- 68). The
sequence of steps required to enter discount data into the
systemis shown in Figure 5 and described at colum 5, line 53
et seq. After the user has entered the appropriate password
(bl ock 500) and sel ected the discount data entry function from
the menu (bl ock 501A), the system pronpts the user to sel ect
the carrier and class to which the discount applies (bl ocks
501 and 502) and the discount nethod, i.e., flat or percentage
(bl ock 503).

The user is next pronpted to enter the discount
type, at block 504, i.e. whether the discount is
applicable to each transaction, or whether it is
applicable only to a given group of transactions. |If the
user operates the keys to indicate that the discount is
application for each transaction, the programexits, at
bl ock 505, for exanple to return to the nenu for entry of
further discounts, or other procedures. |If the user
sel ects the discount to be applicable to a group of
transactions, the systemthen pronpts the user to sel ect
the group type, at block 506. This selection enables the
user (at bl ock 507) to programthe discount rate to be
ei ther applicable to each transaction of the group to be
selected, or to be applicable to the group total after
the criteria for the group of parcels has been net.
[Col. 6, lines 8-22.]
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These two group types are represented by the two output |ines
from bl ock 507, which are | abel ed "GROUP TOTAL- PER
TRANSACTI ON' and "GROUP TOTAL AFTER DI SCOUNT CRI TERI A MET, "
both of which are shown connected as inputs to bl ock 508,
which is | abel ed "SELECT DI SCOUNT CRI TERI A."* The reference
goes on to say that "[i]f the user has entered a type, e.g.
"flat” or "percent", a pronpt is displayed for entry of the
di scount criteria, at block 508" (col. 6, lines 23-25). This
appears to be an error, because the "flat" and "percentage"
choices relate to "SELECT DI SCOUNT TYPE" bl ock 504 rather than
to "SELECT GROUP TYPE" bl ock 506, which inmedi ately precedes
bl ock 508. In any event, the reference conti nues:

The user now has the choice of entering a selection that

the discount will be based upon the dollar anmount of

usage of the carrier and/or class by the shipper, the

nunber of pieces for which the carrier and/or class has

been used by the shipper, or the total weight of parcels

t hat have been shipped by the carrier and/or class.

After entry of the desired selection, the user is now

pronpted, at block 210, to enter the tine period for

whi ch the discount is to be applicable. . . . After the

user enters the desired period, the programexits, for
exanple to the nmenu for further entries.

4 It is not clear why the "GROUP TOTAL- PER TRANSACTI ON'
out put of bl ock 507, which does not appear to be based on
di scount criteria, is applied as an input to bl ock 508.
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It is of course apparent that other techni ques may
be enpl oyed for entering discount information. The
responses to the pronpts are preferably sinple in form
such as Y(es) or N(o) to questions that have two choi ces,

or nuneric entries based upon itens |isted in the various

menus, in accordance with conventional practice.

The system of the invention stores data
corresponding to previous transactions wth each carrier
and/or class, so that it can determ ne the cost of the
current shipnent on the basis of any discounts that are
appl i cable. The discounts are of course not applied to
the other carriers/classes, unless they have been so
pr ogr ammed.

In a further aspect of the invention, the system may

print reports to enable the user to determ ne how nmuch
use had been made of the various discounts, thereby
enabling the user to take as nuch advantage of the

di scounts as possible. For exanple, the nenu 50la may
enabl e the selection of a subroutine 512 for printing
such reports. [Col. 6, lines 25-61.]

Al t hough Barns-Slavin states that "the conputer conprises

nmeans responsive to operation of the selection keys for
appl yi ng di scounts stored in the second nenory neans to any
carrier and/or class to which they are applicable "(col. 1,
line 68 to col. 2, line 3), it does not provide any details
about how this is acconpli shed.

Bar ns- Sl avin does not nention a discount for sending a
group of parcels to the sane consignee or assigning the
parcels in such a group with the sane identification nunber

and different suffixes, as required by claim11. Although
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appel | ants' specification admts that these features were used
in a the J90M system ® which or has been marketed by the

assi gnees of the application on appeal, the exam ner does not
rely on these adm ssions, instead arguing that it would have
been obvious to nodify Barnes-Slavin to use an identification
number with different suffixes to identify parcels in a group
of parcels and that also to send a group of parcels to the
sane consignee. W do not agree with the exam ner that it

woul d have been obvious to nodify Barns-Slavin this nanner

® The specification reads in pertinent part as foll ows
(at page 2, lines 18-27):

One such [carrier managenent] systemis the J90M
system marketed by the assignee of the present
application. The J90Mincludes a m croprocessor,
keyboard and display in a single integrated console, a
separate scale, and a separate printer. The J90M has the
capability to weight [sic] parcels; input shipnment data
and determ ne charges as descri bed above; and prints
address |l abels and the like as well as manifest[s] for
parcels to be shipped by a selected carrier.

The J90M has a capability for handling "nulti-
packages", that is groups of packages which are to be
delivered to a single consignee. The user enters a
parcel identification nunber and shipnent data for the
first package in the group and the system automatically
appends a distinct suffix to the parcel identification
nunber for each package in the group and uses the
shi pnment data input for the first package to conpute the
shi ppi ng charges for each package. The J90M however does
not have a capability for handling group discounts which
maybe [sic] provided by a carrier.

- 8 -
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wi t hout relying on appellants' adm ssions or on other

equi valent prior art. Consequently, we are reversing the §
103 rejection of clainms 1-12 for obviousness over Barns-

Sl avi n.

In view of the clear materiality of the prior art J90M
systemto the clainmed invention, it is incunbent upon
appel l ants to provide the examner with all avail able rel evant
I nformati on about that system including a flow chart
depicting the operation of that system and such operationa
details as the pronpts, if any, that are used when a
processing a group of parcels for shipnent to a single

consi gnee.

REVERSED

-9 -
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